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Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.1 14. Applicant's submission filed on has 
been entered. 

Claim Rejections - 35 USC §112 

2. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

3. Claims 1 -1 0, 1 1 -1 9, 20, 29-36, 37-44 are rejected under 35 U.S.C. 1 1 2, first 
paragraph, as failing to comply with the enablement requirement. The claim(s) contains 
subject matter which was not described in the specification in such a way as to enable 
one skilled in the art to which it pertains, or with which it is most nearly connected, to 
make and/or use the invention. For example amended independent claim 1 recites 
among other things the following: determining step overriding network preferences in 
said preferred roaming list. Similar limitations are found in other amended independent 
claims. Regarding support for this, although applicant points to page 2, lines 5-7, page 
7, line 16, to page 11, line 26, as well as page 8. There is nothing in these pages, 
which support the claim limitation such as: determining step overriding network 
preferences in said preferred roaming list. The above pages contain tables listing 
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preferred roaming list etc, and there is no mention of step of overriding network 
preferences in said preferred roaming list. 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claims 1-10, 11-19, 20, 21-26, are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Bridges et al. (WO 99/45723, hereinafter Bridges) in view of Guilford 
et al. (US 2002/0087674 A1, hereinafter Guilford). 

Regarding claim 1 , Bridges discloses a method of providing mobile data devices 
in a wireless system with information about preferred networks to connect to, the mobile 
data device having a preferred roaming list with a list of networks, the method 
comprising: including information in the preferred roaming list about data capabilities of 
each network, and determining at the mobile device (page 7, line 29 - page 8, line 9) 
preferred networks based on the information within the preferred roaming list a 
geographic area and the data capabilities of the network (page 4, line 24 - page 8, line 
24; page 1 1 , line 13 - line 16; page 16, line 19 - page 20, line 21 ; figs 2A, 2B, 2C, 4). 

Regarding claim 1 1 , Bridges discloses a method of providing mobile data devices 
in a wireless system with information about preferred networks to connect to, the mobile 
data device having a preferred roaming list with a list of networks, the method 
comprising: including information in the preferred roaming list about whether each 
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network in the of network supports required service capabilities, and determining at the 
mobile device (page 7, line 29 - page 8, line 9) preferred networks based on the 
information within the preferred roaming list including a geographic area whether the 
network supports required service capabilities, whereby within the geographic area, the 
mobile device prefers those of the networks which support required service capabilities 
over the which do not support the required service capabilities (page 4, line 24 - page 
8, line 24; page 1 1 , line 13 - line 16; page 16, line 19 - page 20, line 21 ; figs 2A, 2B, 
2C, 4). 

Regarding claim 20, Bridges discloses a method of providing mobile data devices 
in a wireless system with information about preferred networks to connect to, the mobile 
data device having a preferred roaming list with a list of networks, the method 
comprising: including preferred roaming list information about whether each of the 
networks in the networks supports required service capabilities, determining at the 
mobile station preferred networks based on information within the preferred roaming list 
including a geographic area (page 7, line 29 - page 8, line 9) including preferred 
roaming list information about whether each of the network in the list supports roaming 
(page 4, line 24 - page 8, line 24; page 11, line 13 - line 16; page 16, line 19 - page 20, 
line 21; figs 2A, 2B, 2C, 4). 

Regarding claim 21, Bridges discloses a system for providing a mobile data 
device in a wireless system with information about preferred networks to connect to 
from a list of networks, the system comprising: the mobile data device (68, fig. 2A), the 
mobile data device being capable of connecting to some or all of networks within the list 
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of networks, and preferred roaming list within the mobile data device, the preferred 
roaming list including information for each network within the list of networks as shown 
in tables 1-4, geographic information for each network within the list of networks, 
information about each network within the list of networks, indicating whether network 
supports data capability whereby mobile data device chooses a preferred network 
based on the geographic information and those of the networks within the list of 
networks that support data capability (page 4, line 24 - page 8, line 24; page 1 1 , line 13 
- line 16; page 16, line 19 - page 20, line 21 ; figs 2A, 2B, 2C, 4). 

Bridges differs from claims 1,2-4, 5, 6, 10, 11-15, 19, 20, 21, 23-26 in that he 
does not explicitly teach the following: each of the networks in the list of networks 
support: third generation data capabilities and determining step prefers those of the 
networks that support third generation data capabilities over those which do not support 
third generation data capabilities, data roaming and determining step prefers those of 
the networks that support data roaming over those of the networks which do not support 
data roaming, mobile IP service and the determining step prefers those of the networks 
that support mobile IP services over those of the networks which do not support mobile 
IP service, always-on feature and the determining step prefers those of the networks 
that support the always-on feature to those of the networks which do not support the 
always on feature, information in the preferred roaming list about service capability of 
the mobile data device, and restricting service requests from the mobile data device 
based on the data service capability of the device, capability information includes 
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whether device supports a browser, and determining step overriding network 
preferences in the preferred roaming list. 

However, Guilford discloses intelligent network selection based on quality of 
service and applications over different wireless networks which teaches the following: 
each of the networks in the list of networks support: third generation data capabilities 
and determining step prefers those of the networks that support third generation data 
capabilities (reads on video service) over those which do not support third generation 
data capabilities (paragraph: 0059), data roaming and determining step prefers those of 
the networks that support data roaming over those of the networks which do not support 
data roaming, mobile IP service and the determining step prefers those of the networks 
that support mobile IP services (paragraph: 0006) over those of the networks which do 
not support mobile IP service, always-on feature and the determining step prefers those 
of the networks that support the always-on feature to those of the networks which do not 
support the always on feature, information in the preferred roaming list about service 
capability of the mobile data device, and restricting service requests from the mobile 
data device based on the data service capability of the device, capability information 
includes whether device supports a browser, and determining step overriding network 
preferences (note this reads on algorithm operating in the mobile device selecting 
required network to meet its data needs, see paragraphs: 0022-0023; 0059) in the 
preferred roaming list (paragraphs: 7-16; 21-23; 27-28; 45; 51-62; 66-67; 72-73; 79; figs. 
2, 4, 7a). 
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Thus it would have been obvious to one of ordinary skill in the art at the time 
invention was made to modify Bridges' system to provide for the following: each of the 
networks in the list of networks support: third generation data capabilities and 
determining step prefers those of the networks that support third generation data 
capabilities over those which do not support third generation data capabilities, data 
roaming and determining step prefers those of the networks that support data roaming 
over those of the networks which do not support data roaming, mobile IP service and 
the determining step prefers those of the networks that support mobile IP services over 
those of the networks which do not support mobile IP service, always-on feature and the 
determining step prefers those of the networks that support the always-on feature to 
those of the networks which do not support the always on feature, information in the 
preferred roaming list about service capability of the mobile data device, and restricting 
service requests from the mobile data device based on the data service capability of the 
device, capability information includes whether device supports a browser as this 
arrangement would provide the user to select required service based on his needs as 
taught by Guilford, thus providing means to meet user needs, determining step 
overriding network preferences in the preferred roaming list as this arrangement would 
facilitate the mobile device to select the required network to meet its data reception 
needs as taught by Guilford (paragraph: 0059) 

Regarding claims 7-9, 16-18, Bridges teaches the following: service capability 
information includes whether the device supports: data service, voice service, supports 
SMS service (Table 2). 
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6. Claims 29-33, 35, 37-41 , 43-44 are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over Islam in view of Guilford. 

Regarding claim 29, Islam discloses a method of a mobile data device to 
determine a network to acquire based on a plurality of system preference criteria stored 
in the preferred list on the mobile device, the method comprising the steps of: waiting 
until a new network needs to be acquired, choosing the network to acquire at the mobile 
data device based on the plurality of system preferences stored in the mobile device, 
and starting a search for the new network (paragraphs: 0004, 0006, 0012; 0060-0064; 
figs. 3-4). 

Regarding claim 37, Islam discloses a mobile data device for acquiring one of 
plurality of networks based on plurality of system preference criteria stored in a 
preferred list on the mobile data device, characterized by means for: waiting until new 
network needs to be acquired, choosing the network to acquire at the mobile data 
device (102, fig. 1 ) based on the plurality of preference criteria stored on the mobile 
device, and starting a search for the new network (paragraphs: 0004, 0006, 0012; 0060- 
0064; figs. 3-4). 

Islam differs from claims 29 and 37 in that he does not specifically teach storing 
preferred roaming list in the mobile device and choosing step overriding network 
preferences in the preferred roaming list. 

However, Guilford teaches the following: storing preferred roaming list in the 
mobile device and choosing step overriding network preferences in the preferred 
roaming list (paragraphs: 0022-0023; 0059). 



Application/Control Number: 10/755,812 Page 9 

Art Unit: 2614 

Thus it would have been obvious to one of ordinary skill in the art at the time 
invention was made to modify Islam's system to provide for the following: storing 
preferred roaming list in the mobile device and choosing step overriding network 
preferences in the preferred roaming list as this arrangement would facilitate selecting 
required network in a roaming situation as taught by Guilford, thus facilitating roaming 
for mobile device with ability to select the required data network to meet its data 
reception nedds. 

Regarding claims 30-33, 35, 38-41 , 43-44, Islam further teaches the following: 
plurality of system preference criteria includes at least geographic information and data 
capability information, system preference criteria further includes information about 
whether each of the available network supports: data roaming for mobile data device 
(102, fig. 1), mobile IP, an always on device (note mobile device 102 is 3G capable and 
also prefers 3G network which implies it supports always on, paragraph: 0030), mobile 
stores a list of service features that mobile devices supports and plurality of system 
preference criteria that includes a list of services the network supports (paragraph: 
0030, 0019, 0042-0043; 0053, 0061-0064), mobile device (102, fig. 1) includes means 
(120, fig. 1) for storing a list of service features the mobile data device supports and 
plurality of system preference criteria further includes a list of services the network 
supports, mobile data deuce includes means for storing the plurality of system 
preferences criteria in a table (see table 1) with available networks (paragraphs: 0060- 
0064). 
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7. Claims 34 and 42 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Islam in view of Guilford as applied to claims 34 and 38 above, and further in view 
of Almgren (WO 2004/066663A1 , filed 12-3-2003). 

The combination differs from claims 34 and 42 in that mobile device gives 
preference to various ones of the pluralities of system preferences criteria to create a 
ranking of available networks. 

However, Almgren discloses a roaming method which teaches the following: 
mobile device gives preference to various ones of the pluralities of system preferences 
criteria to create a ranking of available networks (reads on creating priority list, see 
abstract). 

Thus it would have been obvious to one of ordinary skill in the art at the time 
invention was made to modify the combination to provide for the following: mobile 
device gives preference to various ones of the pluralities of system preferences criteria 
to create a ranking of available networks as this arrangement would facilitate connecting 
to the network based on the priority/ranking of networks as taught by Almgren, thus 
facilitating the user to connect to the best available network. 

8. Claim 36 is rejected under 35 U.S.C. 103(a) as being unpatentable over Islam in 
view of Guilford as applied to claim 29 above, and further in view of Russell (US 
2004/0249915). 

The combination differs from claim 36 in that he does not teach the following: 
choosing step can find no networks are available. 
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However, Russell teaches the following: choosing step can find no networks are 
available (fig. 8, paragraph: 0096). 

Thus it would have been obvious to one of ordinary skill in the art at the time 
invention was made to modify the combination to provide for the following: choosing 
step can find no networks are available as this arrangement would facilitates the user to 
learn the no network is available for connection as taught by Russell, so that user is not 
kept in darkness as to availability of the network. 

Response to Arguments 
9. Applicant's arguments filed on 6-26-2006 have been fully considered but they are 
not persuasive. 

Rejection of claims 1-10, 11-19, 20, 21-26 under 35 U.S.C 103(a) as being 
obvious over Bridges et al. (WO 99/45723, hereinafter Bridges) in view of Guilford et al. 
(US 2002/0087674 A1, hereinafter Guilford): regarding rejection of claims 1, 11, and 20, 
Applicant argues that "Claims 1,11, and 20 have been amended to recite that the 
decision making is done at the mobile station based on the preferred roaming list. This 
is contrary to Bridges which describes that the step of determining which preferred 
network to use is done by a database at the network and subsequently downloaded to 
the mobile device". Regarding this, Bridges not only teaches this as admitted by the 
applicant above, he also teaches the following: programming of the mobile station unit 
and entry of preferred wireless carrier identities may also be performed manually by 
using the keypad of the mobile station unit (page 8 lines 7-9). He also further teaches 
mobile station with selector that selects a preferred wireless carrier from the list stored 
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in the memory when the mobile station is roaming and enters one of the market areas of 
the plurality of market areas (page 7, line 29 - page 8, line 3). Applicant further argues 
that "Moreover, claims 1,11, and 20 have been amended that the mobile device ca 
override the network preferences in a preferred roaming list. Bridges, however, does 
not describe a mobile device that has this capability". Regarding this, Guilford teaches 
the following: determining step overriding network preferences (note this reads on 
algorithm operating in the mobile device selecting required network to meet its data 
needs, see paragraphs: 0022-0023; 0059) in the preferred roaming list. Therefore, 
combination of Bridges and Guilford still reads on applicant's amended claims as set 
forth in the office action above. 

Regarding Guilford, Applicant referrers to Paragraph [0059] and concludes that 
intelligence for this network is on the network, and not on the mobile device. Contrary 
to applicants interpretation of Paragraph [0059] of Guilford, Guilford clearly teaches that 
an algorithm operating on the wireless device (12) references the table and instructs 
the wireless device 12 to register with the 3G wireless network according to the data in 
the table. In this manner, the wireless device may register with the appropriate network 
that can handle high speed data request (paragraph: 0059). This clearly shows that 
decision making is happening at the mobile device based on table stored in the mobile 
device. 

Applicants arguments regarding rejection of claims 29-44 are moot in view of 
new grounds of rejection under 35 U.S.C 103. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Melur Ramakrishnaiah whose telephone number is 
(571)272-8098. The examiner can normally be reached on 9 Hr schedule. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Curt Kuntz can be reached on (571 ) 272-7499. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 




